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Caroline Fong Wi nmer, Trademark Exam ning Attorney, Law
Ofice 115 (Tomas VI cek, Managi ng Attorney).
Before Quinn, Hairston and Drost, Adnministrative Tradenark
Judges.
Qpi ni on by Quinn, Adm nistrative Trademark Judge:

An application was filed by PMC Stonecare Enterprises,
Inc. to register the mark STONE W PES for “stone and rock
cl eani ng, sealing and polishing conpounds in disposable
towels.”?
The trademark exam ning attorney refused registration

under Section 2(e)(1) of the Trademark Act on the ground

that applicant’s mark, if applied to applicant’s goods,

! Application Serial No. 78174944, filed COctober 16, 2002, based
on an allegation of a bona fide intention to use the mark in
comer ce.
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woul d be nerely descriptive of them

When the refusal was nade final, applicant appeal ed.
Applicant and the exam ning attorney filed briefs. An oral
heari ng was not requested.

Applicant, in urging reversal of the refusal, asserts
that the Ofice has registered many third-party “WPES’
mar ks which are simlar to the one sought to be registered
by applicant.? Applicant contends that its mark i s novel
and is not used by consuners to identify applicant’s
product. Applicant argues as follows (Brief, p. 5):

I f the applicant had requested a
registration of a mark such as “stone
cl eaning w pes” or “stone polishing
W pes,” then applicant woul d accept the
exam ner’ s decision as well taken.
However, in light of the fact that
“stone wipes” is a new and novel
conbi nati on not heretofore found in
public use prior to the filing date of
the mark, and since suggestive
term nology with a trademark has not
been sufficient to prevent its
registration in the past, and since the
Pat ent and Trademark O fice has
regi stered many nanmes with simlar

2 Applicant has nmerely listed the registrations, providing the
regi stration nunber, the mark regi stered and the date of
registration. Generally, a mere listing is insufficient to make
such registrations of record. In re Dos Padres Inc., 49 USPQd
1860, 1861 n.2 (TTAB 1998). The exam ning attorney, however, did
not object to this evidence, but rather treated it as if properly
made of record. The exami ning attorney recogni zes that the
registrations will be considered (Brief, p. 5, n. 2), and these
registrations are deened to be stipulated into the record. Inre
Broyhill Furniture Industries Inc., 60 USPQ2d 1511, 1513 n. 3
(TTAB 2001). They have been considered to be of record for

what ever probative value they nerit.
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suggestiveness attributes related to

the term“wi pes,” it is respectfully

requested that the Appeals Board

overturn the final decision of the

Exam ning Attorney and allow the mark

“stone wi pes” to be registered.
During the prosecution of the application, applicant
submtted the following disclainer: “No claimis made to
the exclusive right to use ‘wpes’ or ‘stone’ apart from
the mark as shown.” The exam ning attorney declined to
enter the proposed discl ai ner.

The exam ning attorney maintains that the mark sought
to be registered clearly describes the nature of the goods,
that is, cleaning and polishing wipes for stones. The
i ndi vi dual words “stone” and “w pes” are descriptive and,
according to the exam ning attorney, the conbination of the
terms is no |l ess descriptive. The exam ning attorney is
not persuaded by the third-party registrations, pointing
out that sone are registered on the Suppl enental Register,
and that, in any event, she is not bound by the prior
deci sions and actions of other exam ning attorneys. In
support of the refusal, the exam ning attorney submtted a
dictionary definition of the term*®“w pes.”

Atermis deened to be nerely descriptive of goods or

services, within the neaning of Trademark Act Section

2(e)(1), if it forthwith conveys an i medi ate i dea of an
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ingredient, quality, characteristic, feature, function,
pur pose or use of the goods or services. See, e.g., Inre
Gyul ay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987); and
In re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215,
217-18 (CCPA 1978). A termneed not inmediately convey an
i dea of each and every specific feature of the applicant’s
goods or services in order to be considered nerely
descriptive; it is enough that the term descri bes one
significant attribute, function or property of the goods or
services. See lnre HUDDL.E, 216 USPQ 358 (TTAB
1982); and In re MBAssoci ates, 180 USPQ 338 (TTAB 1973).
Whether a termis nerely descriptive is determ ned not
in the abstract, but in relation to the goods or services
for which registration is sought, the context in which it
is being used or is intended to be used on or in connection
with those goods or services, and the possible significance
that the termwoul d have to the average purchaser of the
goods or services because of the manner of its use or
i ntended use. That a term may have ot her nmeanings in
different contexts is not controlling. 1In re Bright-Crest,
Ltd., 204 USPQ 591, 593 (TTAB 1979). It is settled that
“[t]he question is not whether soneone presented with only
the mark coul d guess what the goods or services are.

Rat her, the question is whether sonmeone who knows what the
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goods and services are will understand the mark to convey
i nformati on about them” In re Tower Tech Inc., 64 USPQd
1314, 1316-17 (TTAB 2002); see also In re Hone Buil ders
Associ ation of Geenville, 18 USPQ2d 1313 (TTAB 1990); and
In re Anerican Greetings Corporation, 226 USPQ 365 (TTAB
1985). Stated another way, as the Board has expl ai ned:

....the question of whether a mark is nerely

descriptive nust be determined not in the

abstract, that is, not by asking whether one

can guess, fromthe mark itself, considered in

a vacuum what the goods or services are, but

rather in relation to the goods or services for

whi ch registration is sought, that is, by

aski ng whet her, when the mark is seen on the

goods or services, it imediately conveys

i nformation about their nature.
In re Patent & Trademark Services Inc., 49 USPQ2d 1537,
1539 (TTAB 1998).

When two or nore descriptive terns are conbi ned, the
determ nati on of whether the conposite mark al so has a
descriptive significance turns on the question of whether
the conbi nation of terns evokes a new and uni que comrerci al
inpression. |f each conponent retains its descriptive
significance in relation to the goods or services, the
conbination results in a conposite that is itself
descriptive. See, e.g., In re Tower Tech, Inc., 64 USPQRd
1314 (TTAB 2002) [ SMARTTONER nerely descriptive of

commercial and industrial cooling towers]; In re Sun
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M crosystens Inc., 59 USPQ2d 1084 (TTAB 2001) [ AGENTBEANS
nmerely descriptive of conputer prograns for use in

devel opnment and depl oynent of application prograns]; In re
Put nam Publ i shing Co., 39 USP@Rd 2021 (TTAB 1996) [FOOD &
BEVERAGE ONLI NE nerely descriptive of news information
services for the food processing industry]; and In re
Copytele Inc., 31 USPQ2d 1540 (TTAB 1994) [ SCREEN FAX PHONE
nmerely descriptive of facsimle term nals enpl oying

el ectrophoretic displays].

The term “wi pe” is defined, in relevant part, as
“sonet hing, such as a towel or tissue, used for w ping.”
(www. di ctionary. con.

W find that the mark sought to be registered is
nmerely descriptive of the nature of the goods, that is,
that the goods are conpound-i npregnated w pes used in
connection wth cleaning and polishing stones. Each of the
terms “stone” and “w pes” is descriptive when applied to
applicant’s product, and applicant appears to concede as
much by its offer to disclaimeach of the terns apart from
the mark.® We also find that these individual words do not

sonehow | ose this descriptiveness in the conbinati on STONE

3 As pointed out by the examining attorney, an entire mark may
not be disclained. |If a mark is not registrable as a whole, a
disclainmer will not nake it registrable. TMEP 8§ 1213. 06.
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WPES. Wile a conbination of words may be registrable if
it creates a unitary mark with a uni que, nondescriptive or
i ncongruous neaning, in this case each conponent of
applicant’s mark STONE WPES retains its descriptive
significance when used in the conbination, and the
conbination as a whole is also nmerely descriptive of
applicant’s goods. In naking this determ nation we note
applicant’s acknowl edgenent that “stone cleaning w pes” or
“stone polishing wi pes” would be nmerely descriptive. In
this connection, we do not view the nere deletion of either
of the words “cleaning” or “polishing” to magically
transform STONE WPES into an inherently distinctive marKk.
See In re Abcor Devel opment Corp., supra [ GASBADCE is at
| east descriptive for “gas nonitoring badge”; “the users of
| anguage have a universal habit of shortening full nanes--
fromhaste or | aziness or just econony of words” (Rich, J.,
concurring)]. Wen applied to the specific goods listed in
the application, no imgination or speculation is required
to conclude that the towels (w pes), inpregnated with
applicant’s conpound, are used to clean or polish stones.
W agree with the exam ning attorney’s assessnent that
the third-party registrations are not persuasive of a
different result on the issue of nere descriptiveness. The

probative value of the listing supplied by applicant is
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significantly dimnished by the failure to also indicate

t he goods and/or services listed in each registration.

Mor eover, as pointed out by the exam ning attorney, sone of
the registrations issued on the Suppl enental Regi ster due
to the descriptiveness of the subject marks. |In any event,
each case nust be decided on its own nerits, and neither
the Board nor the exam ning attorney is bound by the prior
actions of the Ofice. See In re Nett Designs Inc., 236
F.3d 1339, 57 USPQ@d 1564, 1566 (Fed. Cr. 2001) [“Even if
sonme prior registrations had some characteristics simlar
to [applicant’s] application, the PTO s all owance of such
prior registrations does not bind the Board or this
court.”].

W find that the mark STONE WPES, if used in
connection wth stone and rock cl eaning, sealing and
pol i shing conpounds in disposable towels, would be nerely
descriptive as contenpl ated under Section 2(e)(1l). The
fact that applicant may be the first and/or only entity to
use, or intend to use the term STONE WPES for such goods
is not dispositive where, as here, such term unequivocally
projects a nerely descriptive connotation. See In re
Tekdyne Inc., 33 USPQR2d 1949, 1953 (TTAB 1994).

Decision: The refusal to register is affirmed.



